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- Extensions of time may be available under the provisions of 37 CFR 1.136(a), In no event, however, may a reply be timely filed 
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Disposition of Claims 

4) I3 Claim(s) 1-35 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-35 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) (2 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) El Information Disclosure Statement(s) (PTO-1449) Paper No(s) 9 . 6) □ Other: 

U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 1 1 



Application/Control Number: 09/532,402 Page 2 

Art Unit: 21 72 

DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed on 03/20/2002 with respect to claims 1 -35 have been 
considered but are moot in view of the new ground(s) of rejection. 

2. Claims 1-35 are pending in this application. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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4. Claims 6 and 1 0 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims of Application 
Serial No. 09/289,457. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because claims 6 and 10 in application 09/532,402 
recite similar limitations in claims 1 and 8 of the application 09/289,457. They recite the 
same a search-routing database, said search-routing database including search-routing 
database records... and one or more of said database fields, receiving a query from a 
user...; selecting search request...; searching said search-routing database...; routing 
the query to the databases; input device for receiving a query from a user... ; a search 
engines for searching said search-routing database... said database identifiers 
identifying one or more database. 

5. This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



Claim Rejections - 35 USC § 103 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of 



the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or(g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 1 -6 and 29-35 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over US Patent No. 5,369,763 issued to Biles. 

With respect to claim 1 , Biles discloses maintaining one or more update 
databases with a plurality of update records, the update records including at least one 
indication of whether a database record should be excluded from a search result 
(abstract, col. 2, lines 30-67, col. 3, lines 1-14, col. 7, lines 38-54, col. 27, lines 25-67 
and col. 28, lines 1-65); searching a database for database records responsive to a 
query and returning database records responsive to the query and searching an update 
database associated with the database for database records responsive to the query 
and returning update records responsive to the query (col. 7, lines 21-38, col. 27, lines 
52-66, col. 28, lines 54-67, col. 31, lines 40-64 and see fig. 13); and excluding from the 
search results database records that correspond to returned update records if the 
update records include an indication that the database record should be excluded from 
the search (col. 27, lines 12-17, col. 34, lines 49-67, col. 35, lines 1-21 and col. 39, lines 
49-61). 
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Biles does not clearly disclose "including at least one indication of whether a 
database record should be excluded from search result." But, however, Biles shows 
duplicating record are removed (col. 34, lines 49-67, col. 35, lines 1-21 and col. 39, lines 
49-61 ). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to employ the teachings of Biles such as updating 
databases, records, fields, search results, and removing records so as to obtain a 
method of updating database records and information retrieval system that facilitates 
collecting, cataloging, storing, searching, locating, querying, retrieving and displaying 
information (Biles - col. 5, lines 45-67) in the searching, accessing and updating 
databases environment. 

With respect to claim 2, Biles discloses the search results at least one update 
record that does not include an indication that the database record should be excluded 
from a search (col. 27, lines 12-17, col. 34, lines 49-67, col. 35, lines 1-21 and col. 39, 
lines 49-61). 

With respect to claim 3, Biles discloses wherein the indication comprises at least 
one field configurable to at least one predefined value (col. 25, lines 35-44). 

With respect to claim 4, Biles discloses wherein database records and update 
records include a plurality of fields, and database records and update records 
correspond when the fields of a database record are substantially similar to the fields of 
an update record (col. 32, lines 18-32). 
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With respect to claim 5, Biles discloses identifying one or more update databases 
associated with a database (col. 27, lines 25-67, col. 28, lines 1-67, col. 29, lines 1-15 
and col. 39, lines 29-38). 

With respect to claim 6, Biles discloses maintaining a search-routing database, 
said search-routing database including a plurality of search-routing database records 
comprised of search-routing database fields, said search-routing database fields 
including a database-identifier field and one or more database fields; receiving a query 
from a user, said query comprised of search request data in search request fields of 
predetermined types; selecting search request data in at least one of the search fields; 
searching said search-routing database for one or more database identifiers, based on 
the selected search request data; and routing the query to the databases identified by 
said database identifiers and the update databases associated therewith (col. 1, lines 
14-26, col. 6, lines 7-10, and lines 33-39, col. 8, lines 64-67, and col. 9, lines 1-22, col. 
13, lines 20-66, col. 14, lines 53-67, and col. 17, lines 21-46; col. 19, lines 36-47, and 
col. 25, lines 19-28; col. 10, lines 59-67, col. 11, lines 1-7, col. 13, lines 20-66, and col. 
25, lines 19-28; col. 10, lines 21-38, and lines 59-67, and col. 1 1 , lines 30-43; see fig. 4, 
col. 9, lines 1-22, and lines 55-63, and col. 41, lines 10-18; col. 10, lines 59-67, col. 11, 
lines 1-7; col. 9, lines 1-22, and lines 55-63, col. 10, lines 59-67, and col. 11, lines 1-7, 
and col. 41, lines 10-18). 

With respect to claim 29, Biles discloses maintaining a routing database for 
identifying one or more database to search in response to a search request; receiving 
the search request; searching the routing database to determine at least one route to 
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one or more databases to search in response to the search request; if the search of the 
routing database is successful, routing the search request to a database identified by 
the routing database; and in other instances, routing the search request to a database 
identified by one or more default routes (abstract, col. 2, lines 30-67, col. 3, lines 1-14, 
col. 7, lines 38-54, col. 27, lines 25-67 and col. 28, lines 1-65; col. 7, lines 21-38, col. 
27, lines 52-66, col. 28, lines 54-67, col. 31, lines 40-64 and see fig. 13; col. 2, lines 30- 
67, col. 7, lines 25-53, col. 27, lines 48-65, col. 29, lines 15-67 and col. 30, lines 1-32). 

Biles does not clearly disclose "receiving the search request." But, however, 
Biles shows the search query or query for the searching as search request (col. 27, 
lines 48-65, col. 29, lines 15-67 and col. 30, lines 1-32). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to employ 
the teachings of Biles such as updating databases, records, fields, search results, and 
removing records so as to obtain a method of updating database records and 
information retrieval system that facilitates collecting, cataloging, storing, searching, 
locating, querying, retrieving and displaying information (Biles - col. 5, lines 45-67) in 
the searching, accessing and updating databases environment. 

With respect to claim 30, Biles discloses analyzing the search request 
identify one or more items of routing data (col. 29, lines 15-67 and col. 30, lines 1-32). 

With respect to claim 31 , Biles discloses searching a routing database with the 
identified one or more items of routing data to identify one or more databases to which 
the search request should be routed (col. 2, lines 37-52, col. 11, lines 44-56 and col. 19, 
lines 10-67). 
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With respect to claim 32, Biles discloses wherein the routing databases identifies 
at least one route to one or more database that are appropriate to search in response to 
the search request (col. 2, lines 30-67, col. 7, lines 25-53, col. 27, lines 48-65, col. 29, 
lines 15-67 and col. 30, lines 1-32). 

With respect to claim 33, Biles discloses wherein the search request is routed to 
a database identified by the one or more default routes if the search request does not 
include a field that is used for routing (col. 27, lines 12-17, col. 34, lines 49-67, col. 35, 
lines 1-21 and col. 39, lines 49-61). 

With respect to claim 34, Biles discloses wherein the search request is routed to 
a database identified by the one or more default routes if the search request includes a 
field that is used for routing but the field has an unspecified value (col. 25, lines 35-44). 

With respect to claim 35, Biles discloses wherein the search request is routed to 
a database identified by the one or more default routes if the search request includes a 
field that is used for routing but the data populating the field does not correspond to any 
entries in the routing databases (col. 9, lines 36-67, col. 10, lines 1-67 and col. 12, lines 
21-31). 

9. Claims 7-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 5,369,763 issued to Biles in view of US Patent No. 5,987,454 issued to 
Hobbs. 

With respect to claim 7, Biles discloses a plurality of databases, said databases 
including database records having database fields; one or more update databases, said 
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update databases including update records having update database fields, at least one 
of the update database fields indicating how to update a database record; and a sorter 
for generating results from the search of the databases and update databases, and 
excluding from the results database records that correspond to update records if the 
update records include an indication that the database record should be excluded from 
the search (col. 1, lines 14-26, col. 6, lines 7-10, and lines 33-39, col. 8, lines 64-67, and 
col. 9, lines 1-22, col. 13, lines 20-66, col. 14, lines 53-67, and col. 17, lines 21-46; col. 
19, lines 36-47, and col. 25, lines 19-28; col. 10, lines 59-67, col. 11, lines 1-7, col. 13, 
lines 20-66, and col. 25, lines 19-28; abstract, col. 13, lines 55-67 and col. 14, lines 1- 
20; col. 27, lines 12-17, col. 34, lines 49-67, col. 35, lines 1-21 and col. 39, lines 49-61). 

Biles does not explicitly indicate, "a search engine for searching one or more of 
the databases for database records responsive to a query, returning database records 
responsive to the query, searching one or more update databases associated with the 
databases for update records responsive to the query, and returning update records 
responsive to the query." 

However, Hobbs discloses search engines (abstract, col. 5, lines 22-36, col. 8, 
lines 30-52, col. 10, lines 44-67, col. 11, lines 1-3, col. 16, lines 60-67, col. 17, lines 1- 
32 and col. 18, lines 49-67). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Biles with the teachings of 
Hobbs so as to have a system for updating database records because the combination 
would have an information retrieval system that facilitates collecting, cataloging, storing, 
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searching, locating, querying, retrieving and displaying information (Biles - col. 5, lines 
45-67) in the searching, accessing and updating databases environment. 

With respect to claim 8, Biles discloses wherein the generated results include at 
least one update record that does not indicate that at least one database record should 
be excluded from the search (col. 27, lines 12-17, col. 34, lines 49-67, col. 35, lines 1-21 
and col. 39, lines 49-61). 

With respect to claim 9, Biles discloses wherein database records and update 
records correspond when the fields of a database record are substantially similar to the 
fields of an update record (col. 31, lines 35-63 and col. 32, lines 26-33). 

With respect to claim 10, Biles discloses a search-routing database, said 
search-routing database including search-routing database records comprised of 
search-routing database fields, said search-routing database fields including a 
database-identifier field and one or more said database fields; an input device for 
receiving a query from a user, said query comprised of search request data in search 
request fields of predetermined types; a search router for receiving the query and 
selecting search request data in at least one of the search fields (col. 1, lines 14-26, col. 
6, lines 7-10, and lines 33-39, col. 8, lines 64-67, and col. 9, lines 1-22, col. 13, lines 20- 
66, col. 14, lines 53-67, and col. 17, lines 21-46; col. 19, lines 36-47, and col. 25, lines 
19-28 and lines 35-44; col. 10, lines 59-67, col. 11, lines 1-7, col. 13, lines 20-66, and 
col. 25, lines 19-28; col. 10, lines 21-38, and lines 59-67, and col. 11, lines 30-43; see 
fig. 4, col. 9, lines 1-22, and lines 55-63, and col. 41, lines 10-18; col. 10, lines 59-67, 
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col. 11, lines 1-7; col. 9, lines 1-22, and lines 55-63, col. 10, lines 59-67, and col. 11, 
lines 1-7, and col. 41, lines 10-18). 

Biles does not explicitly indicate, "a search engine for searching said 
search-routing database for one or more database identifiers, said database identifiers 
identifying one or more databases having database records responsive to said query." 

However, Hobbs discloses search engines (abstract, col. 5, lines 22-36, col. 8, 
lines 30-52, col. 10, lines 44-67, col. 11, lines 1-3, col. 16, lines 60-67, col. 17, lines 1- 
32 and col. 18, lines 49-67). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Biles with the teachings of 
Hobbs so as to have a system for updating database records because the combination 
would have an information retrieval system that facilitates collecting, cataloging, storing, 
searching, locating, querying, retrieving and displaying information (Biles - col. 5, lines 
45-67) in the searching, accessing and updating databases environment. 

With respect to claim 1 1 , Biles discloses a table for identifying one or more 
update databases associated with one or more databases having database records 
responsive to said query (col. 10, lines 21-38, col. 15, lines 40-46 and col. 27, lines 58- 
66). 

With respect to claim 12, Bile discloses a method of routing search requests 
comprising: receiving a search request; searching a routing database to determine 
whether the search request should be routed to the one or more databases accessible; 
and if it is determined that the search request should be routed to the one or more 
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databases accessible: routing the search request to the one or more databases 
accessible; searching the one or more databases of the receiving server; and returning 
the results of the search (col. 1, lines 14-26, col. 6, lines 7-10, and lines 33-39, col. 8, 
lines 64-67, and col. 9, lines 1-22, col. 13, lines 20-66, col. 14, lines 53-67, and col. 17, 
lines 21-46; col. 19, lines 36-47, and col. 25, lines 19-28 and lines 35-44; col. 10, lines 
59-67, col. 11, lines 1-7, col. 13, lines 20-66, and col. 25, lines 19-28). 

Biles does not explicitly indicate, "receiving server the search request to be 
routed to." 

However, Hobbs, discloses the proxy server and database server as claimed 
(col. 10, lines 44-67, col. 14, lines 25-67 and col. 15, lines 1-28). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Biles with the teachings of 
Hobbs so as to obtain a method of routing search request because the combination 
would have an information retrieval system that facilitates collecting, cataloging, storing, 
searching, locating, querying, retrieving and displaying information (Biles - col. 5, lines 
45-67) in the searching, accessing and updating databases environment. 

With respect to claim 13, Biles discloses wherein the determining includes 
analyzing the search request to identify one or more items of routing data (col. 7, lines 
25-38, col. 10, lines 21-38 and lines 63-67 and col. 11, lines 1-14). 

With respect to claims 14-15 and 18-19, Biles discloses a method of routing 
search requests as discussed in claim 12. 
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Biles does not explicitly indicate, "routing the search request to a second server if 
it is determined that the search request should not be routed to the databases 
accessible by the receiving server." 

However, Hobbs discloses the proxy server and database server as claimed (col. 
10, lines 44-67, col. 14, lines 25-67 and col. 15, lines 1-28). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Biles with the teachings of 
Hobbs so as to obtain a method of routing search request because the combination 
would have an information retrieval system that facilitates collecting, cataloging, storing, 
searching, locating, querying, retrieving and displaying information (Biles - col. 5, lines 
45-67) in the searching, accessing and updating databases environment. 

With respect to claim 16, Biles discloses routing the search request to an update 
database having a plurality of records for updating one or more of the databases (col. 
26, lines 3-10 and col. 31, lines 35-67). 

With respect to claim 17, Biles discloses merging the search results returned 
from the databases with the search results returned from the update database (col. 36, 
lines 45-64 and col. 39, lines 49-62). 

Claim 20 is essentially the same as claim 12 except that it is directed to a system 
for routing search requests rather than a method (763 of col. 1, lines 14-26, col. 6, lines 
7-10, and lines 33-39, col. 8, lines 64-67, and col. 9, lines 1-22, col. 13, lines 20-66, col. 
14, lines 53-67, and col. 17, lines 21-46; col. 19, lines 36-47, and col. 25, lines 19-28 
and lines 35-44; col. 10, lines 59-67, col. 11, lines 1-7, col. 13, lines 20-66, and col. 25, 
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lines 19-28; '454 of col. 10, lines 44-67, col. 14, lines 25-67 and col. 15, lines 1-28), and 
is rejected for the same reason as applied to the claim 12 hereinabove. 

Claim 21 is essentially the same as claim 13 except that it is directed to a system 
for routing search requests rather than a method (col. 7, lines 25-38, col. 10, lines 21-38 
and lines 63-67 and col. 11, lines 1-14), and is rejected for the same reason as applied 
to the claim 13 hereinabove. 

Claim 22 is essentially the same as claim 14 except that it is directed to a system 
for routing search requests rather than a method (col. 10, lines 44-67, col. 14, lines 25- 
67 and col. 15, lines 1-28), and is rejected for the same reason as applied to the claim 

14 hereinabove. 

Claim 23 is essentially the same as claim 15 except that it is directed to a system 
for routing search requests rather than a method (col. 10, lines 44-67, col. 14, lines 25- 
67 and col. 15, lines 1-28), and is rejected for the same reason as applied to the claim 

15 hereinabove. 

With respect to claims 24-25 and 27-28, Biles discloses a method of routing 
search requests as discussed in claim 20. 

Biles does not explicitly indicate, "routing the search request to a second server if 
it is determined that the search request should not be routed to the databases 
accessible by the receiving server." 

However, Hobbs discloses the proxy server and database server as claimed (col. 
10, lines 44-67, col. 14, lines 25-67 and col. 15, lines 1-28). 
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Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Biles with the teachings of 
Hobbs so as to obtain a method of routing search request because the combination 
would have an information retrieval system that facilitates collecting, cataloging, storing, 
searching, locating, querying, retrieving and displaying information (Biles - col. 5, lines 
45-67) in the searching, accessing and updating databases environment. 

Claim 26 is essentially the same as claim 16 except that it is directed to a system 
for routing search requests rather than a method (col. 26, lines 3-10 and col. 31 , lines 
35-67), and is rejected for the same reason as applied to the claim 16 hereinabove. 
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Washington, D.C. 20231 
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(703) 746-7240 (for informal or draft communications, or Customer Service 
Center, please label "PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington, VA, Fourth Floor (receptionist). 

Inquiries of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 305-3900. 





May 23 rd , 2002. 



